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DETAILED ACTION 

Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 26 July 
2010 has been entered. 

Status of Claims 

2. Claims 62, 81 and 85 are amended in view of applicant's response filed 26 July 
2010. Claims 1-61 and 83-84 are canceled. Therefore, claims 62-82 and 85-88 are 
currently under examination. 

Status of Previous Rejections 

3. The rejection of claims 83-84 under 35 U.S.C. 1 1 2, first paragraph, is withdrawn 
in view of the cancellation of claims 83-84 in applicant's response filed 26 July 2010. 

Claim Objections 

4. Claims 87 are objected to because of the following informalities: 

There are two claim 87s in this application. Appropriate correction is required. 
In this office action, the last claim is treated as claim 88. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 62-82 and 85-88 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Gehmecker et al. US 6,168,674 BI(Gehmecker). 

Gehmecker teaches a process for phosphating a metal surface that is at least 
partially aluminized(col. 2 lines19-24) with a aqueous, acidic coating solution comprising 
0.4-2.0g/l of Zn, 7-25g/l of P 2 0 5 , 0.01 -0.1 g/l of H 2 0 2 , 0.3-2.5g/l of formate, up to 30g/l of 
nitrate, up to 3g/l of Mn, Mg, Ni, up to 0.03g/l of Cu, up to 1 .5g/l of simple fluoride, up to 
3g/l of fluoroborate, up to 3g/l of fluorosilicate(claims 1-14, col. 1 lines 59-67, col. 2 lines 
1 -1 1 & 60-63, col. 3 lines 5-36 ), The coating solution of Gehmecker has a pH of 3.6- 
5.0 (claim 8) and a free acid value ranges from 0.5 to 2.5(claim 1). The Examples of 
Gehmecker further disclose coating solutions having free acids of 0.7 and 1 .6 points, 
total acids of 23 and 25 points, and coating weights of 2.2g/m 2 and 2.5g/m 2 (Tables in 
col. 5). Gehmecker further teaches that the coating temperature ranges from 30- 
65°C(col. 3 lines 37-38). 

Regarding claims 62-79 and 81-82, Gehmecker further teaches that formate can 
be added as alkali formate(col. 3 lines 50-52), which implies the presence of Na and/or 
K concentrations. In addition, Solutions A and C as shown in Examples 1 -2 of 
Gehmecker further teaches a formate ions concentration of 1g/l, implying an alkali ion 
concentration that is 0.338g/l if sodium is used or 0.465g/l if potassium is used, which 
falls within the claimed combined sodium and potassium concentration ranges of 0.3 to 
1 .8 g/l as recited in claims 62 and 81 as well as sodium and potassium concentration 
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ranges recited in claims 66-67. Therefore, the coating components in the coating 
solution of Gehmecker have concentrations that either read on the claimed 
concentrations or significantly overlap the claimed concentrations. The pH and the free 
acid ranges in the coating solution of Gehmecker also overlap the claimed pH and the 
claimed free acid ranges. Therefore, a prima facie case of obviousness exists. See 
MPEP 2144.05. The selection of claimed coating component concentration ranges, pH 
and free acid ranges from the disclosed ranges of Gehmecker would have been obvious 
to one skilled in the art since Gehmecker teaches the same utilities in its' disclosed 
coating component concentration ranges, pH and free acid ranges. 

With respect to the precipitation from an Al-F complex as amended in claims 62 
and 81 , Gehmecker does not teach any precipitation products from an Al-F complex. In 
addition, Gehmecker's coating solution is substantially the same as the claimed coating 
solution. Therefore, the examiner concludes that the precipitation products from an Al-F 
complex in the coating produced by the process of Gehmecker would have been 
scarce, if any, as claimed. 

Regarding claim 80, one of ordinary skill in the art would have found it obvious to 
have applied the process of Gehmecker to any aluminum metal surfaces of any metal 
body, including the claimed automobile, aircraft, sheet, wire mesh and small plant, with 
a reasonable expectation of success. 

Regarding claim 85, the instant claim is mostly rejected for the same reasons set 
forth in the rejection of claims 62 and 81 above. In addition, the instant claim uses 
semi-open transitional phrase "comprising essentially of" which allows the presence of 
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additional coating components, even in significant amounts, as long as the additional 
coating components do not materially affect the basic and novel characteristics of 
claimed invention. It is well settled that if an applicant contends that additional steps or 
materials in the prior art are excluded by the recitation of "consisting essentially of," 
applicant has the burden of showing that the introduction of additional components 
would materially change the characteristics of applicant's invention. In re De Lajarte, 
337 F.2d 870, 143 USPQ 256 (CCPA 1964). See also Ex parte Hoffman, 12 USPQ2d 
1 061 , 1 063-64 (Bd. Pat. App. & Inter. 1 989). See MPEP 21 1 1 .03 [R-2]. 

Regarding claims 86-88, since Schubach teaches that its process can be applied 
to aluminum surfaces, one of ordinary skill in the art would have realized that the 
precipitate, if any, formed in the Schubach's process when working with aluminum 
surfaces would have included cryolite as claimed. 

7. Claims 62-82 and 85-88 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schubach et al. US 6,497,771 B1 (Schubach). 

Schubach teaches a process for phosphating a metal surface, such as aluminum 
and aluminum alloys with a aqueous, acidic coating solution comprising 0.3-5g/l of Zn, 
wherein the ratio of Zn/P 2 0 5 is 1 :5-1 :18, 0.1-1 .5g/l of nitroguanidine, 0.1 -0.4g/l of 
hydroxylamine, 0.5-20g/l of nitrate, 0.01 -3g/l of Mn, 0.01 -3g/l of Ni, 1-100mg/l of Cu, 
0.01 -3g/l of simple fluoride, 0.05-2.5g/l of complex fluoride such as fluoroborate and/or 
fluorosilicate(claims 1 -12, abstract, col. 2 line 58 - col. 3 line 23, col. 3 lines 45-57), 
The coating solution of Schubach has a pH of 2-4 (col. 4 line 40). The Examples of 
Schubach further disclose free acids ranging from 2.2-2.4 points, total acids ranging 
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from 21-25.7 points, and coating weight ranges from 2.0-8.0g/m 2 (Table in col. 6). 
Schubach further teaches that the coating temperature ranges from 15-70°C(claim 9). 

Regarding claims 62-79 and 81-82, Schubach further teaches that the nitrate can 
be added as alkali nitrate(col. 3 lines 10-11), which implies the presence of Na and/or K. 
Since nitrate ions may be present in an amount of 0.5-20g/l, the corresponding alkali ion 
concentration would have been 0.185-7.42g/l of Na is used or 0.31 5-1 2.6g/l of K is 
used, which at least overlap the combined sodium and potassium concentration ranges 
of 0.3 to 1 .8 g/l as recited in claims 62 and 81 as well as the sodium and potassium 
concentration ranges recited in claims 66-67. Therefore, the coating components in the 
coating solution of Schubach have concentrations that either read on the claimed 
concentrations or significantly overlap the claimed concentrations. The coating 
temperature range as taught by Schubach significantly overlaps the claimed coating 
temperature range. Therefore, a prima facie case of obviousness exists. See MPEP 
2144.05. The selection of claimed coating component concentration ranges and 
coating weight ranges from the disclosed ranges of Schubach would have been obvious 
to one skilled in the art since Schubach teaches the same utilities in its' disclosed 
coating component concentration and coating weight ranges. 

With respect to the precipitation from an Al-F complex as amended in claims 62 
and 81 , Schubach does not teach any precipitation products from an Al-F complex. In 
addition, Schubach's coating solution is substantially similar to the claimed coating 
solution. Therefore, the examiner concludes that the precipitation products from an Al-F 
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complex in the coating produced by the process of Schubach would have been scarce, 
if any, as claimed. 

Regarding claim 80, one of ordinary skill in the art would have found it obvious to 
have applied the process of Schubach to any aluminum metal surfaces of any metal 
body, including the claimed automobile, aircraft, sheet, wire mesh and small plant, with 
a reasonable expectation of success. 

Regarding claim 85, the instant claim is mostly rejected for the same reasons set 
forth in the rejection of claims 62 and 81 above. In addition, the instant claim uses 
semi-open transitional phrase "comprising essentially of" which allows the presence of 
additional coating components, even in significant amounts, as long as the additional 
coating components do not materially affect the basic and novel characteristics of 
claimed invention. It is well settled that if an applicant contends that additional steps or 
materials in the prior art are excluded by the recitation of "consisting essentially of," 
applicant has the burden of showing that the introduction of additional components 
would materially change the characteristics of applicant's invention. In re De Lajarte, 
337 F.2d 870, 143 USPQ 256 (CCPA 1964). See also Ex parte Hoffman, 12 USPQ2d 
1 061 , 1 063-64 (Bd. Pat. App. & Inter. 1 989). See MPEP 21 1 1 .03 [R-2]. 

Regarding claims 86-88, since Schubach teaches that its process can be applied 
to aluminum surfaces, one of ordinary skill in the art would have realized that the 
precipitate, if any, formed in the Schubach's process when working with aluminum 
surfaces would have included cryolite as claimed. 
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Double Patenting 

8. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

9. Claims 62-82 and 85-88 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 27-32, 34, 38-42, 
44, 47-67 of copending Application No. 10/555,929(App'929). Although the conflicting 
claims are not identical, they are not patentably distinct from each other because 
App'929 teaches a metal phosphating process utilizing a zinc phosphate solution that is 
substantially the same as the claimed zinc phosphating solution with overlapping 
component concentration ranges. 

This is a provisional obviousness-type double patenting rejection because the 



conflicting claims have not in fact been patented. 
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Response to Arguments 

1 0. Applicant's arguments filed 26 July 201 0 have been fully considered but they are 
not persuasive. 

In the remarks, applicant argues that Gehmecker does not teach using and 
maintaining Na/K levels at the claimed range. 

As set forth in paragraph 6 above, Na/K ions inherently present in the coating 
solution of Gehmecker fall within the claimed Na/K concentration ranges. Therefore, 
the examiner maintains that the coating solution of Gehmecker would have realized the 
same benefits from Na/K as described by the applicant. 

Applicant further argues that Schubach does not teach the claimed alkali metal or 
sodium/potassium contents. 

The examiner does not find applicant's argument persuasive. Although 
Schubach does not explicitly teach a specific total alkali metal content, Schubach does 
teach that nitrate ions can be added as alkali metal salt. Based on the calculations 
conducted by the examiner, see paragraph 7 above, the phosphating solution of 
Schubach would have inherently contains alkali metal ions such as sodium and/or 
potassium in amounts that overlap the claimed total alkali metal ions or sodium plus 
potassium ion concentration ranges. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to LOIS ZHENG whose telephone number is (571)272- 
1248. The examiner can normally be reached on 8:30am - 5:00pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy King can be reached on (571) 272-1244. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ Roy King/ 

Supervisory Patent Examiner, Art 
Unit 1733 

LLZ 



